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A. Status of the Qaimsi ^ 

Claims 1-24 were fiUd and 'thje 
amendments is found in the ikints as t k i, 
requested. I ! 



„ I ;• 

B. Rejectioni of Claims lender 35 tf. 



RESPONSElTO OFFICE ACTION 



The Action rejects the I claims uiic sr 



indefinite for failing to particdlarly poiirt 



out the subject matter which Applicants regard 



clsjims amended herein- Support for the 
Rjscoiisideration of the claims is respectfully 



I 



p-C- §112, Second Paragraph 



as the invention. The individuM rejectic os and jApplicants' responses thereto are set fordi 
below. 



(1 ) The Action rejefcts claimsi \ 
Accession numbers. In response, it is n<kf d 

i i 

corresponding accession numbers. The? 
thereof is respectfiilly requested. 



(2) In regard to cUikn 3 it is licatdd that it is unclear whether hybrid seed is 



(3) The Action states that **d^ 
noted that the suggested amendment has 

(4) In claun 11 it 
Applicants respectfully traversjc 

25604396. t 



encompassed as a plant part. Applicants 
rejection of this hybrid seed is without 
Board of Patent Appeals. 

Removal of the rejection is thus r ^ ?^ctfully requested. 



aote ithat it is and that any written description 
msrit a!s explained below and as decided by the 



is stated m 

5. 
t 

] 



35jU«S.C. §112, second paragraph, as being 



■24 for mcluding blank lines in place of ATCC 

tb^t the claims will be amended to insert the 

• I 

regecijon is thus believed moot and removal 



:rived' 

1 ; 



be en made and that the rejection is now moot. 



! 

iniunclear in claim 10. In response it is 



"capable of expiessing" should be deleted. 
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The same rejection was made 



read 



of the 



No. 10/077,589. In that case 
from the tissue culture of claim 17, 
the physiologicaJ and moiphological 
1000091, wherein a sample of the seed 
ATCC Accession No. PTA-: 224." The 
as here, namely that because the clainij, 
whether the plant actually expresses the 
are expressed. The Board rejersed, explaS dog khk 
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claim 'I 



ai^ t r^vers^d in Appeal No. 2005-0396, Application 



as foUows "20. A com plant regenerated 
wheijeijii tic torn plant is capable of expressing all of 
^ih^ajitefistics of the com variety designated 
com variety 1000091 was deposited imder 



i;x pniper rejected the claim on the same grounds 
us^ the terai "capable" the claims are not clear 



Clailts, 



To address the exammer*s concc 
plant has the capacity to express 
requirement of tiie claim regardiii 
to a particular phase clf the life cj 
particular characteristic. Alternat. 
the claimed charactenstics at anj 
for example, the 'traoscription 
plant woi^d not meet tlie requiri 

Here, we find the examiner's 
departure firom the IcgaUy corr. 
invention from the perspective o:^ 
In our opinion, a persim of ordin 
is claimed. Amgen ikc. v, CAz/j 
1200, 1217, 18 USPQ2d 1016, 10: 
be true for the phrase capable of 



See Appeal No. 2005-0396 Board Decisik i dt p.| 12. 

The issue has therefor : been reso 
of the rejection is thus respectfully requeqt|§4! 

(5) In claims 16 alad 21 it is 
traits" and lacking coraparati^^ basis. A|p^l cants 
any other. A trait is a partici Jar phenotyj e 
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i bd byj tlje Board in Applicants favor. Removal 
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or ivhen or under what conditions the traits 



w^ find it sufficient to state that if a 
jjj ciaiined characteristics it meets the 
jjcapatile of,' notwithstanding that due 
idjthei pjant is not currently expressing a 
;ejy> if a| plant is incapable of expressing 
I ^n^ei of the life cycle, because it lacks, 
clpr'|irdquired for expression - such a 
otldije claim regarding ^capable of.' 



cie^ technical criticism to be a 
. stand^d of considering the claimed 
jppsbessing ordinary skill in the art 
ykilj in the art would understand what 
Pfiarmaceutical Co., Ltd., 927 F.2d 
jCFe^. jCir, 1991), We find the same to 
Isetiforth in claims 17 and 20. 



toat various terms are indefinite as **not 



traverse as these are traits as much as 
anc^ the phenotypes in this Instance are botii 



o 
o 
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my 



the 



and 



that 



mat 



i rejection 



said 



well known in the art and 
comparative basis because 
a tran$gene or conversion, 
plant of the claimed variety 
more definite comparative 
respectfully requested. 

(6) It is stated 
(d). In response it is noted 
moot Removal of the 

(7) Claim 19 is 
alleles at substantially all of 
unclear "how could two alleljes 
cited term is "wherein both alleles 
allele /^iiiitf ai the same 
clear that both loci are the 
assertion is made that two 
alleles is stated. There is no1 

It is also stated that 
number of alleles at the 
differences. In response it is 
"consist essentially of modifies 
the allele found at the same 



definec 
claims tb 
thus it is 
that lacks 
basis could 
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tocus 



alLdes 



thij specification. The traits arc not lacking 
jslves recite these traits as being conferred by 
ll^^ed lately clear that the comparative basis is a 
rcortesponding transgene or conversion. A 
be had. Removal of the rejection is thus 



st<jp (a) of claim 18 is not the same as in 
tjeeji amended and that the rejection is now 
ctfajUy requested. 

te as to the metes and bounds of "both 
isl^: essentially of the allele** and because it is 
le ^lele." In response^ it is noted that the jEuU 
:|a^2M;J all of the loci consist essentially of the 
fljjjfeOf/ff^^ Thus it is 

rdjbiresponding loci in variety 1000091. No 
alible, rather the identity of the respective 
(tSiidefinite in this. 
m y of* is unclear whether it modifies the 



tie 



ause 



ear fi:om the language of the claims that 



ariety 1000091/' Again, there is therefbie 



leles themselves can have structural 



the full term is "consist essentially of 
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nothing indefinite about the claim. lanJikgk 
rejection is respectfully requested 
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In view of the foregoing, removal of the 



the 



iiiqec 



C Rejection of Claims Under 35 iSI'ls 
1. Rejection of claims l-24||rili! 

L. 

The Action rejects claims 1-24 uiai 
a seed deposit. In response, Applicant ifflles tljat 

llr 

variety will be made with the ATCC mm 
declaration certifying that the deposit 
1.809 will be provided and the claims 
number. The specification wjU also be 
deposit and the date of deposit. 

In view of the foregoing, remova]|||lf 
2. Rejection of claims 19^2 
The Action rejects claims 18-2|||la^ 
methods of producing plants having the 
of the claimed variety which comprise 
that no guidance has been provided 
enablement because absolute purity of b; 

a. Enablement is De; 
The specification includes a worl 
made with a proprietary com variety, 
conversion that was made, including a 
describes exactly the type of process 



112, First Paragraph - Enablement 



35 y;s.C. §112, first paragraph, for lack of 
a deposit of 2,500 seeds of the claimed 
scbrdance with all of the relevant rules. A 
Criteria set forth in 37 C.F.R. §1.801- 
to recite the corresponding accession 
to include the accession number of the 
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of 



rejection is respectfully requested. 



epabled. The claims are directed to 
iribred variety as a parent and com plants 
cjiiygjss on. The Action alleges, for example, 
Creation of such plants and asserts non- 
prpsSec progeny may not be retained, 
t rated in the Specification 
!e:iari|)le describing a conversion that was 
ej:aniple gives the breeding history of the 
||pl::<>ii of seven backcrosses. The example 
all in the art could use to prepare 
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conversions of the instant variety, 
guidance for creation of converted plan 
all well known in the art (e.g., Poehl 
1988). No basis has been ptovided to 

enabling a$ the procedures used in the e 

i 

within the scope of the claims: 

i 
i 

With regard to creatiojn of male si 

i 

well-known for decades. This is evide 
of male sterile plants (see ds. Patent 
Patent No. 4,654,465; U.S. pLtent No 5, 
No. 5,530,191; U.S. Patent No. 5.689,0 
No. 5»684.242). This evidence therefore 
basis to conclude otherwise has been pro 
b. The Reference Ci 
and Affirmatively 
The basis alleged by the Action f 
to show the difficulty of making conve 
rejection and in fact affinnatively dei 
example, the Action cited Murray et al 
Industry research, Wilkinson et aL edi 
proposition that linkage drag is common 
backcrosses resulted in retention of IQVt 
material would not be lost without backer 
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<i [jstrate Enablement of the Claims 

J tej jcdon is a citation to a references said 

I ; : I : 



IKii.ll; 
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sjfibdiifi cation provides in great detail further 
f?Hs^! 29-33, The techniques recited are also 
995; Fehr, 1987; Sprague and Dudley, 
phi|tratc why this example alone is not fully 
riitay be used to introgress any other trait 



jpi iarts, this is also a technique that has been 
ijiie numerous issued patents for creation 
^i,709; U.S. Patent No. 3,710,511; U.S. 
: [J,S. Patent No. 4,727,219; U.S. Patent 
latent No. 5,741,684; and U.S. Patent 
lij^ss the enablement of the claims and no 
sjBt forth below, 
to Provide a Basis for the Rejection 



The reference does not support the 
the enablement of the claims. For 
I Proc. 43rd Annual Corn and Sorghum 
i^Lmerican Seed Trade Assn.) for the 
breeding, that the "equivalent" of 10 
unwanted" donor parent genome, this 
jijd selection, and that molecular marker 



a, 
o 

o 

ui 

GQ 

i 

CO 
LU 



12/15/05 THU 16:14 FAX 512 536 4598 



FULBRIGHT & JAWORSKI 



assisted breeding or pedigree determinl 
identify markers specific for particular 
made regarding this 1988 reference 
ignoring directly contradictoiy statemer 
First, the reference ihows thatj 
backcrossed plants. Thus, c^ren if it as 
ejqjerimentation is not undxie. Furtherl 

were carried out yet the authors were bM 

I 

terms of inbreeding equivalence." Murrs 

number of ! 



J 



conclude why any additional 

experimentation. The exanhples in 

generations and any additional number 

basic of experimentation. 

Murray was also published in 

indicative of the state of die art as of 

March, 2002 the public USdW linkage 

804 SSR loci. In contrast, ^unay st 

linkage map consists of 300 independei) 

http://www.ars.usda.gov/rese? ixjh/public; 

Despite the relatively unadvancel 

published, the reference in feet affirmati^ 

for example, that: 

Polymorphism is reliitit^iy easyl 
First, maize ezdiibifs conside 



cjp'm is unpredictable due to a feilure to 

j 

I Applicants traverse as the statements 
pqitively misquote the teachings while 

I 

aye| no negative bearing on enablement. 

■I ^ 

skill in the art know how to produce 
that; some experimentation is needed, the 
prs indicate that only six backcrosses 
bllkifi plants that "approximated BC 10 in 
82,12'^ full % There is further no basis to 
bifas of backcrossing would require undue 



ifikation mentioned above shows seven 

IJI 

it ons could be earned out using the most 



fol 

thj 

odi. 



ctei 
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oJ 



liioid 



wii^h Applicants submit is in no way 
iate of the current application. As of 
:e included at least 1,006 RFLP and 

rtie current Agrigenetics maize RFLP 

1 

See p. 74, legend of Fig. 2; see also 

iLations.htm?SEQ_NO_l 15-»136896. 

:l 

the art at the time Muiray e( al was 
|l||lishes enablement. Murray et aL note. 



CI in maize for several reasons. 
g< ^netic variability. Second 
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U 
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transposition, a predominant fea 
easily detectable pol/morphism 
enough to cause problems in tl 
Thus, in contrast to ether crops s 
possible to construct^ maize go; 
restriction enzymes* 

Murray at p. 76, 2*^^ full % (c itations onJi 

portion cited in the Action, tlie reference 

Heretofore, the proc^iSs of geno 
phenotype, statistical expectation l| 
RFLP technology, oi; the othe| 
chromosome segme iis within 
breeder to select with accuracy i 

Murray at p. 82, 1'* full Tf (emphasis add J 
Pitxally, Muiray states in another 

;t 

The longstanding cor 4ept of us 
circumvent these pbblems is 
Individuals in which i^cotnbinaW 
desired locus can biAidendfied 
reduced. This techni |ue would 
the RFLP assay to dis-iover indivi 
has occurred, and thenlusing thes 
addition, any extrane ous segn^tji\ 
tested for their conttibiition to pi 

Murray at p. 84, 2*^ ft ll ^ (citatio 
of itself establishes that all oflthe other 

I i 

locus conversion arc complet<ily unfoi 
introgress such a conversion at least as 
the relatively lightly populated! RFLP iha 

eliminate linkage drag is to ^lect thos^l 

J 

stated by Murray, even as of i^e 1988. pi 
carry this out As of the fill iig date 6f 
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jcfjipkiize genome evolutioii, generates 
jH:o>;fe\|er, transposition is not frequent 
stabi^^ and utility of most probes []. 
chijfs jtC( D^ato, soybean and lettuce it is 
2tiy niafjs using only a few different 



! :■ i 



i^phasis added). Still further, ju5t above a 

tii ! ;bllowing: 



tejjjdTOry could only be estimated by 
jej|p(?nsive combining ability tests. 
If e\^eals the mosaic of parental 
i^jdividual, thus permitting the 
before possible. 



CO 
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|trs flanking a desirable gene to 
practical with RFLP markers, 
\>ccurred optimally close to the 
linkage drag can be greatly 
irchmg among a progeny with 
jjfcjjWhich the desired recombination 
for the next backcross []• In 

be easily identified or at least 

I 
I 

emphasis added). This section in and 
regarding an inability to introgress a 
^t those of skill in the art knew how to 
publication of this paper, even using 
ed at the time. All that is required to 
jals with recombinant segments. As 
date markers could readily be used to 
cation, extensive public marker maps 
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existed with at least 1,006 RFLP 
highly informative and ameilable 
thus demonstrated by thi$ 
enablement. In sum, Appljlb- 
claims and no basis for doubting 
rejection is thus respectfully 
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I quested. 



Rejection of Claims iOJnder 3^ 
Description ,^ 

|| 

The Action rejects claims 18 ain 

li > 

containing subject matter whjiHh was npt 
convey that Applicants were jin possessijf 
asserted that Fl hybrid progeiy of the 
comprising use of the claimec l| \rariety is 
1. The Board 
Applicants note that ihe rejec^o: 
reversed by the Board of Pai^t Appealj 
case. The rejections must bt jlremoved (i: 
explained below. SpccificalM in additi 



tnec 

ihJI 



the Board of Patent Appeals decided five 



2005 brought by the current 
09/606,808), 2004-1506 (Ser. 



2317 (Ser No. 09/771,938), 2004-23 



variety appeals'^. The claims 
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Ileal Party 



b. 09/781 



md issues 



j^on to 804 SSR markers, which are both 
iput screening via PGR. Enablement is 
erous other references also show 
vely demonstrated enablement of the 
has been provided. Removal of the 



2i First Paragraph Written 

der 35 U.S.C. §1 12, first paragraph, as 
in the specification in such a way as to 
claimed invention. For example, it is 
ariety and methods of plant breeding 
aterial lack written description, 
bjns iMade to be Without Merit 
ve specifically been considered and 
e facts as presented in the current 
basis as provided by the Board, as 
No. 2005-0396, discussed above, 
^anidally similar appeals on March 3 1 , 
St: Appeal Nos: 2004-1503 (Ser No. 
04-1968 (Ser. No. 10/000,311), 2004- 
(). 09/772,520) (collectively 'the com 
in these cases were substantively die 
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same as those of the curre it case, 
were raised in the prior case, i j relative 
In the com variety appeals. 



alleged lack of written desciiption fot I 



the Fl hybrid plants only ha 



interest and the remaining Portion Vva 



lacking, despite the fact that 
See Board Decision at p. 17. 



The Board rejected ihis reaspnii g!i[ih!|tM^ 



particular second parent of llie Fl hjti 1 |iLd 
written description for the variety of int< i ^ 
the Examiner's assertion tha|||the fact 
from the parent variety does 
physiological characteristics 
held that '^ere can be no l^^ubt tfait 



description of this com variei i Id at j 
the written description requir nent is 
set forth in the claims does ni t overrt ac ; ji le 
field of art as described in the |>atent spec 

variety 



Here, as in the com vpriety ai^e| 
admittedly described variety of intere^ 
overreach the scope of the ii ^ntor's 
rejected the notion that an Ai llicant mk 



2560439$.1 



PA6E1fiQ4'RCVDAT12l15/2()0S5:09:43PM [Eastern Slw^^^ 



e as half c i j |eir ||nome the genome of the parent plant of 



io particul i 



iiot provii 
|kpressea b 
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r 



identical written description rejections 
case. 

iH rejections were raised based on an 
plants. Specifically, it was alleged that 



[cribed, and thus written description is 
hybrid plant is required by the method. 




(i]D16 



that, as here, the claims require no 
Examiner had already acknowledged 

Board also specifically disagreed with 

I 

iridj plant will inherit half of its alleles 

i 
i 

description of the moiphological and 

i 

ledi hybrid plants. Id The Board thus 

j 

nation provides and adequate written 
[e>q7lained by the Board, the purpose of 

i 

it the right of the scope to exclude, as 

! 

of the inventor's contribution to the 

4 

laimjed Fl hybrid plants must have the 
oaijent, and thus the claims do not 
aiiid are fully described. The Board 
ery possible second parent plant of a 
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! 

it 

ii 

hybrid cross and the morpt ologica. 

description for claimed hybrid plants. 

with the examiner's conclusi i:)n (id,) thl 

of its alleles from [the variei y of interd| 

the motphological and physiological 

plants." Id 

Methods of plant br^ding aije 

description rejections were iikised by 
drawn to a method of breed i ag com ^ 
starting material. In the appkl the £xi 
because the intermediate plajj :s at eac|h 
satisfy written description ai] i that slici 
fact that the only starting niiiterial rsq] 
which was admittedly fully <: sfined. 

I 

noting that, given the ackno 
appellants were also in possesion of 
other plant to produce an inbi \ A plant 
24 ^'Therefore, in our opinioli, there 
a plant of the com variety 1 1 
with any other com plant to j jfeduce ak 
31"). The Board thus concli; led thai 
they were in possession of ! lie inveuti 

i 

transgenes, the Board noted t^at no 

2S604396.I 
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.edgem^iit 



121017 



!■ 



Ill I 



ties! of the progeny to provide written 

I 

il ar, ithe Board stated that it *'disagree[d] 
<;t that any hybrid plant will inherit half 
|oes not provide sufficient description of 

|s|ic$ expressed by the claimed hybrid 

I' 

j 

Sssdribed. Essentially identical written 
lir isi Appeal No. 2005-0396 of claims 

1 

i 

ris^g use of the variety of 'interest as 
i Lied that written description is lacking 
method allegedly must be described to 

i 

pot been defmed, regardless of Ae 

i 

tlie jDlaims was the variety of interest, 
[The Board rejected this reasoning, 
dejscription for the variety of interest, 
using that plant for ctx)ssing with any 
ttie claims. See Board Decision at p. 
i|bt jthat appellant was in possession of 
a method of using that plant to cross 
plknt as set forth in appellant's claim 
bjlished with reasonable clarity that 
li CjDntext of methods of introducing 
provided to support the rejections or 
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inadequacy of written descri|>tioTx for 
description rejections. 

The same issxies ha> 
scope. As the Board has ali iady deci 
favor in the com variety appe ils, remoy 
2. Fl Hybrid PI lilts Are 
The rejected claims aj 
plant 1000091 as one parent 
in compliance with the w; tten deslc 
paragraph. As set forth in thl|[breedin| 
an inbred com plant. All of 
therefore contain a copy of tie same 
1000091 is an inbred com plai t hybril 
their genetic material the sa Le genei^lc 
possibility of the rare spontar ous muiai 
genetic contribution of com p; itot lOOCOiS 

i: ^ 

proffered deposit of seed of c !cn plant il 
V. Gen-Probe Inc., 296 P.3c |l316, 
deposit constitutes a written c !scriptioii| 
first paragraph). This tepresiints a cb; 
characteristics defining the c 
plants in lull compliance with 
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The Board thus reversed die written 

i. 

i 

e on claims of die same substantive 
Ithe rejections made here in Applicants 
jj iction is respectfully requested. 

bed 

fi p^lants and seeds produced with com 
dc^scribed this claimed subject matter 
uirement of 35 U.S.C. §112, first 
e specification, com plant 1000091 is 

ants having 1000091 as a parent will 

ii 

dorn plant 1000091. That is, because 
ifienved therefix)m vdll have as half of 
onjiof com plant 1000091, save the 
!te?ted segregating locus. This entire 
[bed in the specification by way of the 
tlie ATCC. See Enzo Biochem, Inc. 

jr.p002) (holding that a biological 

ii 

sited materia] under 35 U.S.C. §112, 

i concrete and identifiable structural 

ji 

and distinguishing them firom other 
a rqtiuirement 
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las noted 



The Federal CitQuit 
important to the Nvritten dSkcriptio^i 
California v. £li Lilly and cl., 119 
1997) (noting that a name 
where "it does not define an 
genus that distinguish them 



icriptic 



ione doi 
structur^ 
lorn otli d: 



can do with a fidly describee genus, 
the genus'' (emphasis addedjli Here, ^1 
having 1000091 as one pj l ent shiirl 
complement of 1000091 . On i j of ski] l| 
of the genus. The written ||scripti^Ji 
with. 

The second plant thati is used j| 
hybrid will be produced any i ^le corr | j 

is, any second plant capabl< of repio 

' "j 

■ 'U 

Applicants cannot therefore lie said | 
complement This is particulidy so 
inbred com lines were well liaown to 
instant application, each of ^')bich 
scope of the claims- This is e iidenccc 
which reveals more than 300 i itility paf^] 
to the filing date of the currelt applii 



hundreds or thousands of otb i 
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maue 



^d identifiable structural features are 
The Regents of The University of 
568; 43 USPQ2d 1398, 1406 (Fed. Cir. 
iy the written description requirement 
omtnonly possessed by members of the 
illed in the art therefore cannot, as one 
iiccgnize the identity of the members of 
emt ers of the claimed genus of hybrids 
ctuial feature of having the genetic 
oul J thus readily identify the members 
nt iias, therefore, been fully complied 

plained hybrid plants is irrelevant, as a 
crossed with a second plant. That 
! used to make the hybrid plant 
description for the second genetic 
or even thousands of different 
n the art prior to the filing of the 
o make a hybrid plant within the 
he U.S,P.T.O. patent data website, 
<lififerent com varieties issued prior 
of these com plants, or the many 
known at the time the application 
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was filed, could be used to 
one parent, and each of thesi 
Written description 
the time the application is fi'ed. W( 
(Fed. Cin 1993). The speci](|atjon 
in the art and preferably omi 
re Buchner, 929 F.2d 660, 
produce the claimed hybrid 
the art) Applicants cannot 
plant Removal of the reject lin is thi 
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3. Methods of F 



The Action rejects cl||jins co 
variety 1000091 as starting 
asserted that plants created ^ 
specific structure. However, 
is that an Applicant show thai 
Cath Inc. v. Mahurkar, 9351 |F.2d 13 
claimed, not a product of a pijcess, 
not intermediate or final prod jbts of tf 
also be provided, otherwise Ihe pre 
starting materials required ar^ |com vj 
to have not been described, i id any 
were well known, and this ha||aIso th< 
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pjlant having com variety 1000091 as 
4tic| complement of 1000091 . 
5erj5pective of one of skill in the art at 
:<f, it Toshiba Corp,, 993 F.2d 858, 863 
lisel what is well-known to those skilled 
aiii already available to the public. In 
any second plant may be used to 
vfere well known to those of skill in 
^Itlllb^en in possession of the second parent 
rejuestcd. 
'iklly 
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Described 

plant breeding that comprise using 
v^ritjten description. For example, it is 
pefaultimate step are not described by 
the written description requirement 
$es$ion of the daimed invention. Vas- 
Cir- 1991). Here, a process is 
of that process must be described, 
stajrting materials for the process must 
completed. However, the only 
the Examiner does not allege 
As set forth above, com plants 
described 
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With respect to the steps, the; 

i 
I 

Steps have been shown to be|absent. 

i 

is to cross the com variety lj)00091 o| 

i 

according to the steps given, j All of 

i 

are either (1) com variety 1000091, 

. i 

produced by following a prebeding 
described. 

It is also noted that 
Without it, there would not 
hybrids produced by crossing two in 
300 issued patents to inbred t laize y\ 
not produced witiiout multiple gen< 
All of the steps recited in the 
new com varieties, save for the jpoint 
in the breeding history for thie produi 
specification. The specification also 
in the review of related art, foij examp] 

In conclusion, all steps of 
materials have been fully de$i:ribed, 
well known to those of skill in the 
compliance with 35 U,S.C 
respectfully requested. 
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fpUy set forth in the claim. No essential 
|iJs|JJ&^ui^cd to complete the claimed method 
is produced by any preceding step 
J pate rials for any step within the method 
com plant, or (3) a com plant that is 
Tte method has therefore been fiilly 



l|nown to those of skill in the art, 
varieties, which are typically sold as 
'^rhis is evidenced by the more than 
above, given that inbred plants arc 
ohal self-fertilisation breeding steps, 
iiihe process used for the production of 
v^ariety 1000091. This is evidenced 
.^ar|ety 1000091, which is given in the 
lods for producing new com varieties 
Q|f the application. 
Irjpc^s have been recited* all starting 
)roducing new com varieties were 
aife therefore been fully described in 
Removal of the rejection is thus 
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E. Rejection Under 3S|U.S.C. 

The Action rejects claims 23 j{ 
rendered obvious by a paint said! 
Applicants respectfully travisrse as li 
claim limitations or for cone iuding i 
record. For example, the ch\ ims are U 
one parent. This plant is ai: mitted t| 
inbred plant, all of the clainc id plantsjl 
the admittedly novel parent line, 
on the prior art. 

Hypothetical possibl ities in^l 
rejection. Here, all of the Claimed 
interest and thus are distingii ishable 
alleging that the cited plant hay be 
that appear to be the same. 1 bwever! 
Action made no attempt to si ; that 
claims. Under 35 U.S.C. § ]||)2 it is 
element as set forth in the c 
Co. of California, 814 F.2<i 
identical invention must be 
Richardson v. Suzuki Motor 
1989). This has not been doilk and th^ 

To the extent that ur < Express 
the basis of the anticipation 
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C. §102/103 as being anticipated or 
i)f the traits of the claimed variety, 
he reference actually does teach the 
are inherent has been made on the 
plants having the claimed variety as 
I Action, As variety 1000091 is an 
iarily include half of the genome of 
10 basis to conclude the claims read 
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not suffice to support a prior art 
the genome of the variety of 
contrast, the Action appears to be 
(jlaimed variety, listing several traits 
recitation of a few selected traits, the 
anticipates the subject matter of the 
Office to show that each and every 
art. Verdegaal Bros. v. Union Oil 
051, 1053 (Fed. Cir. 1987). The 
Retail as is contained in the claim. 
9 USPQ2d 1913, 1920 (Fed, Cir. 
rejjection must therefore fail, 
incteristics of the cited variety fonn 
>Lpplicants that these characteristics 
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F.2d 1264, 1268, 20 USPQ:!d:i746j 
when the reference is silen about 
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reference may be filled witli reco 
clear that the missing descn 3tive ml 
the reference, and that it wo bid be si 
is merely stated that the cite! I variei 
no showing that any other ti alts an 
meet the burden under 35 U.iJ.C §1( 
Finally, Applicants l iote thi 
evidence" in accordance wiihlthe 
706(A), (E). 1994; sbq also Ji re 2u\ 
rejection is not properly siip ported b 
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i. 

burden has further not been shifted td 
art as set forth above. No lilasis for 
Removal of the rejection is 1 1 us respe 
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F. Conclusion 

This is submitted to 
conclusion. Applicant submfs 
in condition for allowance 
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ipe: a coi 
iihat, 
suchf 
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sar 
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fa\ Can Co, USA v. Monsanto Co,, 948 
3:ir. 1991) ("To serve as an anticipation 

ihh^rent characteristic, such gap in the 

I 

lip evidence. Such evidence must make 
larily present in the thing described in 
j)y persons of ordinary skill."). Here, it 
3of the same characteristics and there is 
reient. The Action has thus failed to 
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iited 
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riust be supported by ''substantial 
Dcedure Act C^APA'*). 5 U.S.C. § 
1693 (Fed. Cir, 2001). The current 
on hypothetical possibilities. The 
the claims define over the prior 
therefore been provided or exists. 
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The Examiner is invited to 
questions, comments or suggcjstions : 



FULBRIGHT & JAWORSKI , L.L.P 
600 Congress Ave., Ste, 190rj 
Austin, Texas 78701 
(512) 536-3085 

Date: December 15, 2005 
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liersigned at (512) 536-3085 with any 
eferenced patent application, 
eatfully suhpiitted, 



)ert E. Hanson 
r. No, 42,628 
amey for Applicant 
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